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OWce Action Summary 



Application No. 

10/713,637 


App(tcant{s) 
DUNW^ACOBS ET AL. 


Examiner 
William Jung 


Art Unit 
3737 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTV^} OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER^ FROM THE MAILING DATE OF THIS COMMUNICATION. 

- E?(tensiOnfi of time may be av9i!9b(e un(tor inc provisioas of 37 CfR 1 .13&(3>. In no tveni hdw^v^f. may a reply be timely filed 
after 3 'X 16) MO NTHS from the mailing <iale or this oommunlcaiioa. 

- i1 NO perfod lot reply is sp«afied pbovij. the maximum scaluiory period wiB apply and wi& expire SIX <6) MONTHS frorn the malllfto daio of this convminieafion. 

- Pa&ure to fftply >*ithin ihe set or tended por^Dd for reply will, by statute, cause the appUcstton to became ABANDONED (35 U.S.C. § 1 ») . 
Any reply reesived by the Office later lhan thre« months ofbot the mellfng dete of this communicotlon. even If timely filed, may mhioe eny 
earned patCAt (6fm adjustntervL See 37 CFR 1.704(b). 

Status 

Responsive to communicatioa(s) filed on November 14. 2005. 
2a)EI This action is FINAL. 2b)n This action is non-finaL 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex partB Qu^yie, 1935 CO- 11 , 453 O.G, 213. 

Disposition of Claims 

4) |SI Ctaim(s} 1-27 is/are pending in the application. 

4a) Of the above claim{s) . Is/are withdrawn firom consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) is/are rejected. 

Clainf)(5) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requrrement 

Application Papers 

9) n The specification is objected lo by the Examiner, 

10) D The drawlng(s) filed on is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the dfawing(s) be held in abeyance. See 37 CFR 1 .8$(a). 
Replacement drawing sheet($) including the connection is required If the dfawing(s) Is objected to. See 37 CFR 1 .121(d). 

11) D The oath or declaration ie objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aHd) or (f)." 
a)D All b)a Some * 0)0 None of: 

1 Q Certified copies of the piiority documents have been received. 

2.n Certified copies of the priority documents have been received In Application No, . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(d)). 
* See the attached detailed Office action for a fist of the certified copies not received. 



Attachment(9> 

1} ^ Nc^oe of References Cited (PTO-e92) 

2) O Motioe of DraOsper&on's Patent Drawing Review (PTO-948) 

3) Q lnf6nt)alton Disclosure Statement(s) ^TO-l449or PTO/Sa/08) 

Paper No(s)/IUIall Dal© , 



4) □ mt$rview Summary (PTO*413) 

Paper No(s)/Mail Date. . 

5} O Nottce of tnlormai PaleDt Application {PTO-152) 
6) □ Other . 



U.S. pcoom 9(va i mtmMi ostes 
PTOL-326 (Rev. 7-05) 
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DETAILED ACTION 



Response to Arguments . 



1 . Applicant's arguments filed November 14, 2005 have been fully considered but they are 
not persuasive. 

In regards to claim 12, Kovacs et al disclose that the transponder includes various type of 
seiisor where one of the sensors may be a photosensor to detect changes in an optical property of 
a dye» a marker or liquid base contrast agent such as Iodine (visible to optical sensor) (coL 1, line 
60-65; coL 10, lines 18-27). 

In regards to claims 13-1 8, Kovacs et al *s optical dye disclosed above is not escplicitly 
disclosed as being a particular chemical or biochemical compound* However, the inherency of 
the composition dye sample Co take consideration of either amplifying the tissue of interest by 
injecting dye solution that has specific chemical or biochemical emis$ion property when excited 
by illumination. For example^ Read et al disclose that the optical dye to target specific tissue 
includes peptide, monoclonal antibody, genetic materials^ etc« 

In regards to claims 19-23, Kovacs et al inherently discloses multiple isotope since the 
spectrophotometer is grated to accommodate multiple wavelength or ranges of wavelength of the 
radioisotope emission when under excitation. 

In regards to claims 1 -^10, the swallowablc subject matter is a merely a method in where 
the transponder is placed in a patient. More specifically, the acquisition of information along the 
digestive tract with a capsule such as disclosed by Kovacs et al or Iddan et al can be achieve 
most efficiently by swallowing the capsule. 
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Therefore, examiner upholds the previous rejection from Office Action dates June 16, 
2005 and repeated below. 

2. Applicant's argumems with respect to claim 1 1 have been considered but are moot in 
view of the new groiind(s) of rejection. 

In regard to claim 1 1 » amendment to include limitation swaiiowable capsule is met by 
1 03(a) with respect to Kovacs et al in view of Iddan ec al (see rejection below) 

Claim Rejections - S5 USC§ 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shal] be entitled to a patent unless- 

(b) the invention was patented or described in a printed publieatton in thSji Or a foreign countiy or In public use or on 
sale in thi$ country, more thim one year prior to ihc date ofappliealion for patent in the United States. 

4. Claims 12-27 are rejected under 35 U.S.C. 102(b) as being anticipated by Kovacs ei al 
(US 5,833,603). 

Kovacs et al anticipate all claimed features in claims 1 1-27. 

Claim 12: Kovac ct al disclose a system and method for detecting tissues comprising a 
capsule comprising a detector, a substance for associating with a target tissue viAicrc the 
substance is capable of being detected by the detector and a maciiine for verifying at least one of 
the detector and substance are suitable for use (col. 3, line 10 — coL 4, line 59; coL 6, lines 8-56).. 

Claims 13-18: Kovacs et al further disclose the method above where steps of veriiying at 
least one component and concentration (amount of chemical or biochemical substance) of the 
physical properties of the tissue, cell, and biochemical components of region of interest, 
Alfhougl), Kovacs et al do not explicitly state that the detection substance is a monoclonal body« 
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peptide, nanoparticle, niEiNA and DNS corresponding to a generic monoclonal antibody, and 
liposome, liiese are inherent properties of biochemical composition of the fissws and cells (col. 
6, lines 26-36), 

Claims 19-23: Kovacs et al disclose that the biosensor delects energy spectra via optical 
or photosensor^ which is used along with dye to acquire optical radiation. Although Kovacs ct al 
do not explicitly stale use or radioisotopes, the dye solution with radiation optical acquisition is 
inherent that the dye solution must be radioactive or radioisotopes (col. 1, lines 56-65; coL 4, 
lines 34-44; coK 5» lines 5-26). 

Claitm 24^27: Kovacs et al fhrther discloses the method above where the sensor is a 
spectrophotometer acquiring multiple images of data from a region of interest with predctcnnine 
spectrum , wavelengths, and position to detect optical spectrum, i.e. spatial response pattern (coL 
1 4ine 66 — coL 2, line U). 

Ctaun Rejections - 35 (JSC § 103 

5. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a> A patent may not be obtained chough the inveniion is not KlenticaUy disclosed or described as set forth in 
section 102 of this title, if the difTercnces between the subject matter sought to be patented and th^ prior art are 
such that the subject matter as a whole \vouId have been obvious at the time the mvention was made to a pcnon 
having ordinary skiU in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in v^ich the invention was made. 

6. Claims 1-1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Kovacs et al 
in view otiddan et al (US 5>604,531). 

Kovacs et al substantially anticipate all claimed features in claims I-l K Kovac et al 
disclose a system for detecting tissues comprising a capsule comprising a detector, a substance 
for associating with a target tissue where the substance is capable of being detected by the 
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detector and a machine for verifying at least oflc of the detector and substance are suitable for 
use (col. 3, line 10 - col. 4, line 59; col. 6, lines 8-S6). In addition, Kovacs et al disclose that the 
capsule includeK multiple detectors, a radiation detector, magnetic detector^ and single analyzer 
for each detector (col. 4, lines 35-44). Although Kovacs et al disclose implantation of the sensor 
device. Kovacs ct al do not disclose that the capsule is a swallowable or that the c^sule material 
is coated to allow the capsule to goes through the gastro-intestinal (GI) tract. However, Kovacs 
et al's deficiency is well known in the art where Iddan et al teaches a similar capsule detector 
where the device is swallowable and coated with material to allow the detector to pass through 
the GI tract (col, 1, lines 34-40; col 3, line 8 - col. 5, line 6). Therefore, it would have been 
obvious to one having an ordinary skill in the art at the time the invention was made to apply 
Kovacs et al's teachings as described above with Iddan et al's device designed to be swallow 
ihiough the GI tract to achieve the claimed invention. 

Coneluslott 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the exten$ion of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR LI 36(a) will be calculated from the mailing date of the advisory action. In no event. 
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however, will the statutory period for rcpiy expire later than SIX MONTHS from the mailing 
date of this tinal action. 

Any inquiry concerning this communication Or earlier communications from the 
e^caminer should be directed to William Jung, Ph.D, whose telephone number is 571-272-4739. 
The examiner can normally be reached on Mon-Fri 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner*s 
supervisor, Brian Casler can be reached on 571 •272-4956, The fax phone number for the 
organization where this application or proceeding is assigned is 571*273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from cither Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direcl.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



January 22^ 2006 
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